
T Ttvjttkp States p^^t and Tfe*oF.MARK Office. 




09/944,951 



20350 



FILING DATE 
08/31/2001 



FIRST NAMED INVENTOR 
Lo Yuk Ming Dennis 



7590 



10/24/2002 

TOWNSEND AND TOWNSEND AND CREW, LLP 
TWO EMBARCADERO CENTER 
EIGHTH FLOOR 

SAN FRANCISCO, CA 94111-3834 



UNITED STATES DEPAKTMENT OK twimi^ 

Washington, D C. 20231 
www.nspto.gov 

ATTORNEY DOCKET NO. 
016285-002500US 



EXAMINER 



GOLDBERG, JEANINE ANNE 



ART UNIT 



PAPER NUMBER 



1634 

DATE MAILED: 10/24/2002 



Please find below and/or 



attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 




Application No. 

09/944,951 



jeamne m oumuuy L . ACC - 

"""'"SHORTENED STATUTORY PERIOD FOR REPLY ,S SET TO EXPIRE i MONTH(S) FROM 
THE MAILING DATE OF THraCOkB^CWTON.^ ,„ n0 ^ -to ^„. mw . 

eamecfpatent term adjustment. See 37 CFR 1 -704(b). 

Stat 1 U )H Responsive to communication(s) filed on 1_3August2QQ2 . 

r-i ^- veiMAi 2b)M This action is non-final. 

2a)D This action is FINAL. < W t fnr formal matters prosecution as to the merits is 

Disposition of Claims 

4) B Claim(s) £38 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from considerate. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

SM Claim(s) m are subject to restriction and/or election requirement. 
Application Papers 

c»n The specification is objected to by the Examiner. 

9)U The spec. d fo ^ Examiner . 

1 00 The drawing(s filed on is/are. a)U acceptea or 

1 1 )□ The proposed drawing correction filed on is. a)U appro 

,f approved, corrected drawings are required in reply to this Office action. 
12)D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 119(a Wd)or (f) 

«)□ Acknow.edgment is made of a claim for foreign prionty under 35 U.S.C. § 1 19(a) (d) ( ) 

a)D All b)D Some* c)D None of: 

1D Certified copies of the priority documents have been received. 

,n Certifl ed copies of the priority documents have been received in Application No. . 

.eli?^^ 

14 ) D Acknowledgment is made of a claim for domestic pnorriy under 35 U.S.C. § 19(e) ( 
1)D a)D ThetLs,ationoftheforeign,angu r 

1 5) D Acknowledgment is made of a claim for domest.c priority under 35 U.S.C. » 

Attachment^) Q , nterview Summar y (PTO-413) Paper No(s). • 

1) □ Notice of References Cited (PTO-892) pi Notjce of , nfornla | Pa tent Application (PTO-152) 
2 □ NotJce of Drattsperson's Patent Drawing ^view (PTO-948 

3) □ information Disclosure Statements) (PTO-1449) Pa P erNo(s) _- 6)U — 



U S Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 12 



Application/Control Number: 09/944,951 
Art Unit: 1634 



Page 2 



DETAILED ACTION 



Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-33, drawn to a method of differentiating DNA species originating 
from different individuals by determining epigenetic differences between 
the DNA species, classified in class 435, subclass 6. 

I I . Claims 34-38, drawn to a kit comprising one or more reagents for 
ascertaining the methylation status of a species of DNA, classified in class 
536, subclass 23.1 , for example. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as product and process of use. The inventions can 

be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the kits may be used in a 
materially different method. For example kits comprising reagents for ascertaining the 
methylation status of a species of DNA may be used to ascertain the cancer status of 
an individual since methylation is frequently detected in cancerous tissues. 
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3 Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by the dWerent Cassations and their 
divergent subject matter, restriction for examination purposes as indicated is proper. 

4 Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

5 Applicant is reminded that upon the canceiiation of claims to a non-elected 
invention, the inventorship must he amended in compliance with 37 CFR 1 .48(b) if one 

remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 -48(b) and by the fee required under 37 CFR 1 .170). 

6 Any inquiry concerning this communication or earner is 
examine/should be directed to 8:00 a.m. 

(703) 306-5817. The examiner can normally be reacnea iviumu y 

to 5:30 p.m. tpipnhone are unsuccessful, the examiner's 

If attempts to reach the examiner J ^ Tne fax number for this 

supervisor, Gary Jones, can be reached on (703) 3US 

Gr0UP Mu^lJneial nature should be directed to the Group receptionist 
whose telephone number is (703) 308-0196. 

Jeanihe Goldberg I 
October 21, 2002 

/ /w.Gary 1 Jones 
Su jfcfrvisory Patent Examiner 
Technology Center 1600 



